REMARKS 

The Office Action objected to the specification for informal matters. The enclosed 
amendment to the specification is believed to overcome the formal objection. 

Claims 1-30 were withdrawn from consideration. The Office Action took the position that 
there is "no allowable generic or linking claim." Applicants respectfully disagree with the position 
taken in the Office Action. It is respectfully submitted that a generic allowable claim does exist in 
this case. Applicant is entitled to recapture of a reasonable number of species once a generic 
allowable claim is identified. 

The Office Action rejected claims 31-33 and 35-38 under 35 U.S.C. Section 102 (e) over 
U.S. Pat. No. 6,749,622 to McGuckin. Claim 34 was rejected over 35 U.S.C. Section 103(a) over 
U.S. Pat. No. 6,749,622 to McGuckin. 

Claim 31 is amended herein and now recites: 

A method for closing an opening in tissue having an outer surface and in inner surface 
comprising the steps of: 

introducing a self-closing clip comprising an elongated member and a pair of 
biasing mechanisms coupled to said member, said elongated member comprising shape memory 
material and having a memory set closed configuration from which it is moveable to a plurality 
of open configurations, said biasing mechanisms being selectively adjustable to bias the self- 
closing clip toward any of said plurality of open configurations, each biasing mechanism 
comprising a biasing member and an actuator, each biasing member adapted to apply a biasing 
force to said elongated member to urge said elongated member away from said closed 
configuration, and each actuator being coupled to one of said biasing members and adapted to 
activate said biasing member to apply said biasing force to said elongated member; 

positioning the self-closing clip in an open configuration with said ends directed 
toward the inner surface of the tissue; 

passing said ends through the tissue adjacent to the opening; 

closing the opening; and 

allowing the self-closing clip to return toward its closed configuration. 
McGuckin, Jr. et al. disclose clips 10-1, 10-2, 10-3 and 10-4. A "suitable clip delivery 
member 20" is depicted in Fig. 6. See column 11, line 18. However, McGuckin Jr. et al. does not 
disclose the steps of amended claim 31. As a result, McGuckin Jr. et al. does not anticipate claim 
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3 1 as amended. The dependent claims are not anticipated for at least the reason that independent 
claim 3 1 is not anticipated. 

Additionally, there is no motivation, incentive or reason to modify McGuckin Jr. in order to 
arrive at the presently claimed invention. As a result, it is respectfully submitted that at least claims 
31-38 are in condition for allowance. 

Examination and reconsideration of the application as amended are requested. Favorable 
reconsideration of the application as amended is respectfully requested. 

A request for a three (3) month extension of time under 37 C.F.R. 1.136(a) has been filed 
with this amendment. Please charge to Deposit Account No. 13-2546 the fee of $1,020.00 which 
is required for the three-month extension of time. 

An information disclosure statement has been filed with this amendment. Please charge to 
Deposit Account No. 13-2546 the fee of $180.00 which is required for the submission of this 
information disclosure statement. 

If the Examiner comes to believe that a telephone conversation may be useful in addressing 
any remaining open issues in this case, the Examiner is urged to contact the undersigned attorney at 
763-391-9661. 

Please charge any additional required fees or credit any overpayment to Deposit Account 
No. 13-2546. 



Respectfully submitted, 



Date: December 

tl . 2005 By. 




Jeffrey'd. Hohenshell, Reg. No. 34,109 
Senior Patent Attorney 
Medtronic, Inc. 
7601 Northland Drive 
Minneapolis, MN 55428 
Tel. 763.391.9661 
Fax. 763.391.9668 
Customer No.: 27581 
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